THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.

Paper No. 22

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte D. STERLI NG HUBBELL

Appeal No. 94-3990
Application No. 08/038, 033

ON BRI EF

Before KIM.I N, WARREN and ONENS, Adm ni strative Patent Judges.

KIMLIN, Adm nistrative Patent Judge.

DECI S| ON ON APPEAL

This is an appeal fromthe final rejection of clains 16-

20. Cdainms 1-13, the other clains remaining in the present

! Application for patent filed March 29, 1993. According
to appellant, this application is a continuation of
Application No. 07/796, 154, filed Novenber 22, 1991, now
abandoned.
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application, have been w thdrawn from consideration. Caim16
is illustrative:

16. An environnentally safe nethod of repairing a
previ ously conversion coat solution treated surface using said
conversion coat solution and m nimzing waste produced in the
repair process, wherein said conversion coat solution includes
chrom c acid and cyani de, conprising the steps of:

provi ding an applicator having a reservoir and a |liquid
di spensing tip coupled thereto, said applicator being nmade
froma material which does not react with said conversion coat
sol uti on;

di sposi ng an anount of said conversion coat solution in
the reservoir;

sealing the reservoir to confine said conversion coat
sol ution therein;

placing the liquid dispensing tip in contact with a
desired area of the surface; and

rubbing the tip over the desired area of the surface to
di spense a controll ed anobunt of the conversion coat solution
onto the desired area;

placing a tip cover over the dispensing tip to prevent
i nadvertent application of the conversion coat solution;

wher eby the conversion coat solution dispensed on the
desired area of the surface dries on the surface |eaving
substantially no wasted sol ution.

In addition to the admtted state of the prior art found
in appellant's specification, the exam ner relies upon the

foll ow ng reference as evidence of obvi ousness:

Br ockman 3, 688, 450 Sep. 5, 1972
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Appellant's clainmed invention is directed to a nmethod of
repairing, or touching up, a conversion coating conprising
chrom c acid and cyani de using an applicator, such as "a
wel | - known conventional 'felt tip' type marking pen" (page 2
of specification), to dispense additional conversion coat
solution to a danmaged, or scratched, initial conversion
coating. According to appellant, "[t]he present nethod
m ni m zes waste and wor ker exposure to toxic chemcals in the
chromate conversion solution" (page 1 of Brief).

Appel l ant submits at page 2 of the Brief that "[t]he
rejected clainms stand or fall together."” Accordingly,
regarding the exam ner's rejection of clains 16-20 under
35 U.S.C. §8 103, all the appealed clains stand or fal
together with claim 16

Appeal ed clainms 19 and 20 stand rejected under 35 U. S. C
§ 112, first paragraph, for being based upon a specification
t hat does not provide original, descriptive support for the
cl ai med subject matter. Claim 19 stands rejected under
35 U S.C. §8 112, second paragraph. 1In addition, appeal ed

clainms 16-20 stand rejected under 35 U. S.C. § 103 as being
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unpat ent abl e over Brockman in view of the admtted state of
the prior art.

We consider first the examner's rejection of clains 19
and 20 under 35 U.S.C. § 112, first paragraph. According to
the examner, there is no descriptive support in the

specification for the claim19 | anguage "a surface which was

initially provided with a continuous conversion coating.”" In
the words of the examiner, "it is unclear that the original
coating was a 'continuous coating' . . . The original coating

coul d have been put down in a striped formor other pattern,
for exanple" (page 7 of Answer).

It is well settled that the description requirenment of
35 U.S.C. §8 112 does not require that |ater-added claim

| anguage be described in ipsis verbis in the original

disclosure. Inre Smth, 481 F.2d 910, 914, 178 USPQ 620, 624
(CCPA 1973). The original disclosure only needs to reasonably
convey to one of ordinary skill in the art that the inventor
had in his/her possession, as of the filing date of the
application, the feature defined by the anended claim

| anguage. Vas-Cath Inc. v. Mhurkar, 935 F.2d 1555, 1563, 19

UsP2d 1111, 1116 (Fed. Cir. 1991). 1In the present case, we
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agree with appellant that his original specification,
considered inits entirety, reasonably conveys to one of
ordinary skill in the art that the original coating being
treated is a continuous one. In particular, in the BACKGROUND
section of the specification, appellant relates "it becones
necessary to treat the scratched areas to return the surfaces
to a condition of conplete chemcally treated corrosive
protection.” (Enphasis added). 1In our view, one of ordinary
skill inthe art would find it quite apparent that a conplete,
conti nuous conversion coating nust be applied in order to
effectively protect the substrate agai nst corrosion.
Accordingly, we will not sustain the exam ner's rejection of
clainms 19 and 20 under 35 U.S.C. § 112, first paragraph.

W will also not sustain the exam ner's rejection of
claim19 under 35 U. S.C. § 112, second paragraph. For the
reasons given above, we are satisfied that one of ordinary
skill in the art would readily understand the "conti nuous
coating"” of claim19 to be a conplete coating which entirely
protects the underlying substrate. The test for definiteness
under 8 112, second paragraph, is not whether the claim

| anguage can be construed in a variety of inconsistent ways,
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but what neaning one of ordinary skill in the art would inpart
to the claimlanguage when it is reasonably read in |ight of

the specification. 1n re Sneed, 710 F.2d 1544, 1548, 218 USPQ

385, 388 (Fed. Cir. 1983). Under this standard we do not
subscribe to the examner's position that the skilled artisan
woul d be confused as to whether the term "continuous” coul d
reasonably be interpreted as "the nethod of application (in a
si ngl e conti nuous application process), the appearance of the
original coating (not striped or non-uniformin appearance),

t he snmoot hness of the original coating (lack of scratches), or
sonething el se entirely" (page 8 of Answer).

We al so disagree with the exam ner that the | anguage
"toxic conditions" of claim19 is vague and indefinite. The
ordi nary meaning of the term"toxic" is poisonous, and we
sinply fail to find any indefiniteness in defining a solution
conprising chromc acid and cyanide, as well as material in
contact with such solution, as toxic. While the exam ner
explains that "[t]here is no clarification as to how dangerous
the material i1s" (page 8 of Answer), the exam ner has not
established that one of ordinary skill in the art would have

any difficulty in specifically identifying the danger
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associated with handling a solution of chromc acid and
cyani de.

We now turn to the rejection of all the appeal ed cl ains
under 35 U. S.C. 8 103 over Brockman in view of the admtted
state of the prior art. W wll sustain this rejection for
essentially those reasons expressed by the exam ner in the
Answer, and we add the followng primarily for enphasis.

Appel l ant' s specification acknow edges, at page 1, that
"[t] he conventional nmethod of repairing the scratched al um num
surfaces is to obtain a bottle of certified conversion coat
solution, and then using cotton balls, Qtips, rags, or
sponges, and the like, rub, or otherw se apply, the conversion
coat solution over the scratched areas until the scratch was
fully coated with conversion coat solution.”™ While appellant
acknow edges that many conventional application techni ques
have been used to apply a conversion coat solution, the use of
"a wel |l -known conventional 'felt tip' type marking pen or
simlar structure" (page 2 of specification) for such a
purpose is not wwthin the admtted prior art. However, there
is no dispute that Brockman di scl oses an applicator of the

type clainmed to di spense paint, enanel or other coating
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conpositions in order to recondition or touch up a surface
that received an original coating of the conposition.
Accordingly, based on the admtted prior art and Brockman, we
fully concur with the exam ner that it would have been obvi ous
for one of ordinary skill in the art to enploy a conventi onal
"felt tip" type marking pen or simlar structure as a
substitute for cotton balls, Qtips, rags, or sponges and the
like to recondition or repair a conversion coating solution.

Appel  ant contends at page 3 of the Brief that "Brockman
di scl oses a tool for touching up paint or enanel." However,
the Brockman di sclosure is not so limted. Brockman expressly
di scl oses that the reservoir of the dispenser is "for the

pai nt, enanmel or other coating conposition” (colum 3, lines

65 and 66, enphasis added). Brockman al so discl oses that
"[t] he assenbly includes replaceable cartridges for containing
t he desired coating conpositions” (colum 4, lines 36 and 37),
t hereby suggesting coating conpositions other than paint and
enanel .

Appel l ant al so urges at page 6 of the Brief a distinction
bet ween the hazardous chromate conversion coating of the

present invention and ordinary paint. However, we note that

- 8-



Appeal No. 94-3990
Application No. 08/038, 033

many, if not all, paints are toxic, and we are persuaded that
one of ordinary skill in the art would have found it obvious
to utilize an applicator known for dispensing one toxic
mat eri al for applying another toxic material. As pointed out
by the exam ner, appell ant bases no argunent on objective
evi dence of nonobvi ousness, such as unexpected results, nor
does appellant contend that one of ordinary skill in the art
woul d have found it unexpected that the applicator of Brockman
woul d be suitable for dispensing a chromate conversion coati ng
sol uti on.

Al so, the advantage of not wasting the conversion coat
sol ution described by appellant is al so an obvi ous advant age
realized by the applicator of Brockman.

In conclusion, the exam ner's rejections under 35 U.S. C
8§ 112, first and second paragraphs, are reversed. However,
based on the foregoing and the reasons wel|-stated by the
exam ner, the examner's rejection of the appeal ed cl ai ns
under 35 U. S.C. 8 103 is sustained. Accordingly, the

exam ner's decision rejecting the appealed clains is affirned.
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No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR § 1.136(a).

AFFI RVED

EDWARD C. KI M.I'N
Adm ni strative Patent Judge

CHARLES F. WARREN
Adm ni strative Patent Judge

BOARD OF PATENT
APPEALS AND
| NTERFERENCES

TERRY J. OWENS
Adm ni strative Patent Judge
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